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Claim Rejections - 35 USC §112 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 10 both lack proper antecedent basis for "the insulated tubing 
assembly". There are multiple occurrences of this phrase in the claims. Claim 1 and 
claim 10 each recite "a tubing assembly" in line 3, and therefore fail to provide specific 
support for "the insulated tubing assembly" recited thereafter. 

Claim 19 is unclear. It states that the cautery surface is substantially co-planar. 
It is not clear with what the surface is co-planar. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,2, 6-10, 14-17, 19 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wojciechowicz (5,730,742). 

As best depicted in Figures 7a and 7b, Wojciechowicz discloses a suction 
cautery dissector including a handle assembly (14 - shown in Figures 1a-1c), a tubing 
assembly (18) having a suction channel (i.e. central lumen) formed therein. The tubing 
assembly includes a tip assembly comprising a cautery surface (104) having a beveled 
leading edge for dissecting tissue, the cautery surface having an opening in 
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communication with the central suction lumen. The cautery surface is connected to an 
electrical source and includes an insulating layer (18) covering the suction channel and 
terminating a predetermined distance (D 0 ) from the tip of the cautery surface. The 
beveled edge is about 45 degrees (see Figure 7B) and a wire is connected to the 
conductive suction channel within the handle assembly (see Figure 1C). The handle 
also includes a suction port (16) to control suction of air through the opening in the 
cautery surface. It is noted that the surface of the cautery leading edge is ovoid in 
shape (see Figure 7A). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morrison, Jr. (3,828,780) in view of the teaching of Wojciechowicz (742). 

Morrison, Jr. Discloses a cautery suction device including a handle assembly 
(10), a tubing assembly (32) having a channel therein and a tip assembly (30) at the 
end of the tubing assembly. The tip assembly includes a cautery tip with an opening in 
communication with the suction channel. The tubing assembly includes an insulated 
covering (32) that terminates a predetermined distance from the end of the cautery tip 
(see Figure 1). Morrison, Jr. also disclose that the tubing assembly may include a bend 
(Figure 1), and the handle assembly includes an electrical wire (26) that is connected to 
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a conductive tube within the handle assembly to provide cautery energy to the cautery 
tip. A suction control (22) is provided on the handle assembly to control the suction 
through the central channel. The only feature not expressly taught by Morrison, Jr is a 
cautery tip that has been sharpened to facilitate tissue dissection. 

As addressed previously, Wojciechowicz disclose substantially an identical 
suction cautery device. In particular, Wojciechowicz teach that the cautery tip may be 
provided with either a flattened tip (Figures 2-4), or with a beveled, sharpened tip to 
facilitate tissue dissection (Figures 7A and 7B). To have provided the Morrison, Jr. tip 
with a sharpened edge to facilitate tissue dissection would have been an obvious 
modification for one of ordinary skill in the art in view of the teaching of Wojciechowicz. 

With regard to claims 4, 5, 12 and 13 the examiner maintains that the particular 
angle and location of the bend of the Morrison, Jr. device would be an obvious 
consideration for one of ordinary skill in the art and dependent on the particular 
procedure. 

Similarly, the particular shape of the cautery surface (i.e. semi-cylindrical as set 
forth in claim 18) is deemed to be an obvious design consideration. The cited prior art 
shows a variety of shapes for similar cautery surfaces. See, for example, Helenowski 
(5,084,045). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Considine et al (5,441,503) and Reimels et al (5,925,045) 
disclose other suction cautery devices. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 6am-3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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